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REMARKS 

Applicants respectfully request reconsideration of the present application in view of the 
foregoing amendments and in view of the reasons that follow. Claims 1-42 were pending in the 
present application. Claims 1-42 have been rejected. Claims 1 and 14 have been amended. No 
new matter has been added. Therefore, Claims 1-42 remain pending in this apphcation. 

Claim Rejections - 35 U.S.C. S 102 

On page 2 of the Office Action, the Examiner rejected Claims 1-6, 8-20, and 22-25 under 
35 U.S.C. § 102(b) as being anticipated by an article titled "Up Your Cranking Amps" (Jan. 7, 
2000) by David Thompson (Thompson). 

Claim 1 is in independent form and recites a "method of selecting a battery for a vehicle 
implemented in a computer system" comprising, in combination with other elements, "obtaining 
information relating to the usage of the vehicle " (underlining added for emphasis). Claims 2-6 
and 8-13 depend from independent Claim 1. 

Claim 14 is in independent form and recites a "method of identifying an optimal battery 
for an application" comprising, in combination with other elements, "obtaining information 
relating to usage characteristics of the application " (underlining added for emphasis). Claims 15- 
20 and 22-25 depend from independent Claim 14. 

Thompson discloses as follows on page 2: 

Here are a couple of games of hide the pea that retailers play. I 
recently checked the manual on the battery shelf in a major 
discount retailer looking for CCA on an old Toyota. The manual 
gave me the right number but in the column showing the 
appropriate battery it offered only one model ~ one with 10% more 
CCA than the car needs. 

In a second retailer, all the data including process are contained in 
a computer. The salesman hit the appropriate keys for my car and 
up popped a full screen of alternatives. I had to lean across the 
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counter and gently tap the down arrow several times, moving the 
cursor to a new page to reveal that instead of the $89.99 battery 
which was the "computer's" first recommendation, 1 could buy a 
perfectly suitable battery for the car for $29.99. In the words of 
Hill Street Blues, "Be carefiil out there, people." 

Thompson does not identically disclose "obtaining information relating to the usage of 
the vehicle " as recited in independent Claim 1 or "obtaining information relating to usage 
characteristics of the application" as recited in independent Claim 14 (underlining added for 
emphasis). 

In contrast, Thompson discloses that a "salesman hit the appropriate keys for my car and 
up popped a full screen of ahernatives" (see Thompson at page 2, paragraph 3). Having a 
"salesman hit the appropriate keys for my car" is not the same as "obtaining information relating 
to the usage of the vehicle ." as recited in Claim 1 or "obtaining information relating to usage 
characteristics of the application" as recited in Claim 14. 

On page 3 of the Office Action, the Examiner stated in part (with underlining added for 
emphasis): 



Applicants respectfully disagree. Thompson does not disclose "obtaining information 
relating to the usage of a vehicle" as the Examiner suggests. The Examiner has interpreted 
"hitting appropriate keys for a car" to mean "obtaining information relating to the usage of a 
vehicle." The mere fact that the retailer in Thompson knows which vehicle the customer has 



does not mean that the retailer has information relating to the " usage of the vehicle " as recited in 

Claim 1 or " usage characteristics of the application " as recited in Claim 14. For example, 
knowing the make and model of a vehicle does not tell you if the vehicle will be driven once a 
week, driven once a year, raced, entered into car shows and never driven, etc. 



[Thompson] (Page 2, paragraph 3; discloses that upon inquiring 
about the purchase of a new battery the retailer would ask the 
consumer about the intended vehicle thus obtaining the 
information relating to the usage of that vehicle ^ 
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Thompson further discloses (at page 2, paragraph 1): 

You can afford to put some emphasis on after-sale service and 
reliability because, while the range of battery prices across a model 
line can be great, reaching from $29.99 to $99.99, the range from 
retailer to retailer is not. Here's an interesting ruie-of-thumb. You 
will pay around $1 .00 per month of guarantee. Under 60 months 
will be under $60 and 72 months and up will be $70 and up. But 
that's not the most important issue. COLD CRANKING AMPS 



Although the Examiner has gone to great lengths on pages 25-26 of the Office Action to 
attempt to link features of a battery (e.g., cold cranking amps, price, warranty) to the usage of a 
battery, the simple fact is that cold cranking amps, price, and warranty do not relate to the "usage 
of the vehicle " as recited in Claim 1 or the "usage characteristics of the application " as recited in 
Claim 14; in fact, these factors tell you nothing about the intended usage of a vehicle or 
application. The Applicants do not dispute that different batteries perform differently. The 
computer-implemented methods recited in Claims 1 and 14 require that the usage of a vehicle or 
application first be determined before a recommendation is made for an appropriate battery. 
There is nothing in Thompson that discloses such a step. 

The rejections of Claims 1 and 14 over Thompson are improper since at least one element 
of each of Claims 1 and 14 are not disclosed by Thompson . Claims 1 and 14 are patentable over 
Thompson . Dependent Claims 2-6 and 8-13, which depend fi-om independent Claim 1, and 
dependent Claims 15-20 and 22-25, which depend from independent Claim 14, are also 
patentable. See 35 U.S.C. § 1 12 H 4. 

The Applicants respectfully request withdrawal of the rejection of Claims 1-6, 8-20, and 
22-25 under 35 U.S.C. § 102(b). 



IS. 
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Claim Rejections - 35 U.S.C. S 103(a) 

1. Claims 7 and 21 

On page 13 of the Office Action, the Examiner rejected Claims 7 and 21 as being obvious 
over Thompson in view of the Examiner's Official Notice under 35 U.S.C. § 103(a). 

The Examiner stated: 

As per claim 7, Thompson discloses the above-enclosed invention, 
and further discloses wherein the step of obtaining information 
relating to the usage of a vehicle comprises obtaining information 
relating to the amount of time the vehicle will be owned (page 2, 
paragraph 1; discloses that the consumer should take into 
consideration how long they plan on using the car and buy a battery 
with a warranty that does not exceed 12 months fi-om the date they 
feel the will no longer use the car). 

However, the Examiner correctly acknowledged that Thompson fails to disclose 
"obtaining information relating to the usage of a vehicle comprises obtaining information relating 
to maintenance of the battery." 

Nevertheless, the Examiner concluded: 

[I]t would have been obvious to one having ordinary skill in the art 
at the time the invention was made to modify the method of 
selecting the optimal battery for a vehicle provided by Thompson 
with the use of maintenance information to help select the battery 
taught by Thompson with the use of maintenance information to 
help select the battery taught by Official Notice, for the purpose of 
aiding the customer in the purchase of their new battery as some 
batteries require the addition of water, while others do not. From 
this it can be shown that a customer might wish to select a battery 
where they would not have to add any additional water, while 
others may not mind adding water if it aids them in reducing the 
price of the battery. 

Claim 7 depends from Claim 1, which is in independent form and recites a "method of 
selecting a battery for a vehicle" comprising, in combination with other elements, "obtaining 
information relating to the usage of the vehicle " (underlining added for emphasis). 
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Claim 21 depends from Claim 14, which is in independent fr)rm and recites a "method of 
identifying an optimal battery for an application" comprising, in combination with other 
elements, "obtaining information relating to usage characteristics of the application " (underlining 
added for emphasis). 

The "method of selecting a battery for a vehicle" recited in Claim 7 and the "method of 
identifying an optimal battery for an apphcation" recited in Claim 21 would not have been 
obvious in view of Thompson , alone or in any proper combination with the Examiner's Official 
Notice under 35 U.S.C. § 103(a). Thompson , alone or in any proper combination with the 
Examiner's Official Notice does not disclose, teach, or suggest "obtaining information relating to 
the usage of the vehicle " as recited in Claim 7 or "obtaining information relating to usage 
characteristics of the application" as recited in Claim 21 . 

To transform the disclosure of Thompson and the Examiner's Official Notice into a 
"method of selecting a battery for a vehicle" (as recited in Claim 7) or a "method of identifying 
an optimal battery for an application" (as recited in Claim 21) would require still further 
modification, and such modification is taught only by the Applicants' own disclosure. The 

suggestion to make the combination of Thompson and the Examiner's Official Notice has been 
taken from the Applicants' own specification (using hindsight), which is improper. 

The "method of selecting a battery for a vehicle" recited in Claim 7 or the "method of 
identifying an optimal battery for an application" recited in Claim 21, considered as a whole, 
would not have been obvious in view of Thompson and/or the Examiner's Official Notice. The 
rejection of Claims 7 and 21 over Thompson in view of the Examiner's Official Notice under 35 
U.S.C. § 103(a) is improper. Therefore, Claims 7 and 21 are patentable over Thompson in view 
of the Examiner's Official Notice. 

The Applicants respectfully request withdrawal of the rejection of Claims 7 and 21 under 
35 U.S.C. § 103(a). 



MILW_7649341 



-12- 



Atty. Dkt. No. 054821-0362 



2. Claims 26-28 and 30-42 

On page 15 of the Office Action, the Examiner rejected Claims 26-28 and 30-42 as being 
obvious over Thompson in view of U.S. Patent No. 4,992,940 titled "System and Method for 
Automated Selection of Equipment for Purchase Through Input of User Desired Specifications" 
to Dworkin ("Dworkin") under 35 U.S.C. § 103(a). 

The Examiner stated: 

Thompson discloses a system for selecting a battery (Page 2, 
paragraph 3; discloses a system for identifying an optimal battery 
where the user enters vehicle information into the system and a 
ranked list is returned and the optimal battery is picked based on 
price, warranty, and cold cranking amps). . . 

However, the Examiner acknowledged that Thompson fails to disclose "the electronic 
device questioning the user about the use of the vehicle and where the electronic device obtains 
ratings of a plurality of characteristics for the plurality of batteries." 

Nevertheless, the Examiner concluded: 

[I]t would have been obvious to one having ordinary skill in the art 
at the time the invention was made to modify the system of 
selecting an optimal battery provided by Thompson, with the 
automation of selecting products taught by Dworkin, so that the 
process could be made faster and the user would have an easier 
time selecting the exact product they desire. 

Dworkin is directed to a "system and method for automated selection of equipment for 
purchase through input of user desired specifications" that helps "a user to locate and purchase 
goods or services having desired characteristics, and also having the best available price" (see 
Dworkin at col. 1, lines 63-65). Dworkin further discloses that "a user must first tell the system 
the general type of product or service desired" and that "the user can tell the system the criteria to 
be deemed minimum requirements" (see Dworkin at col. 2, lines 6-7 and 12-13). 
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Claim 26 is in independent form and recites a "system for selecting a battery" comprising, 
in combination with other elements, "a user interface for facilitating input of information relating 
to a type of vehicle and the use of the vehicle " (underlining added for emphasis). Claims 27-28 
and 30-42 depend from independent Claim 26. 

The "system for selecting a battery" recited in Claim 26 would not have been obvious in 
view of Thompson , alone or in any proper combination with Dworkin under 35 U.S.C. § 1 03(a). 
Thompson , alone or in any proper combination with Dworkin does not disclose, teach, or suggest 
a "system for selecting a battery" comprising, in combination with other elements, "a user 
interface for facilitating input of information relating to a type of vehicle and the use of the 
vehicle " (underlining added for emphasis). 

To transform the disclosure of Thompson and the "system and method for automated 
selection of equipment for purchase through input of user desired specifications" of Dworkin into 
a "system for selecting a battery" (as recited in Claim 26) would require still further 
modification, and such modification is taught only by the Applicants' own disclosure. The 
suggestion to make the combination of Thompson and Dworkin has been taken from the 
Applicants' own specification (using hindsight), which is improper. 

The "system for selecting a battery" recited in Claim 26, considered as a whole, would 
not have been obvious in view of Thompson and/or Dworkin . The rejection of Claim 26 over 
Thompson in view of Dworkin under 35 U.S.C. § 103(a) is improper. Therefore, Claim 26 is 
patentable over Thompson in view of Dworkin . 

The Applicants respectfully request withdrawal of the rejection of Claims 26-28 and 30- 
42 under 35 U.S.C. § 103(a). 

3. Claim 29 

On page 25 of the Office Action, the Examiner rejected Claim 29 as being obvious over 
Thompson in view of Dworkin and the Examiner's Official Notice under 35 U.S.C. § 103(a). 
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The Examiner stated: 

The combination of Thompson and Dworkin teaches the above- 
enclosed invention, but fails to disclose wherein the information 
relating to the location in which the vehicle is intended to be used 
comprises a zip code. 

Nevertheless, the Examiner stated: 

[I]t would have been obvious to one having ordinary skill in the art 
at the time the invention was made to modify the automated system 
for selecting a battery taught by the combination of Thompson and 
Dworkin, with the use of the zip codes to determine location taught 
by Examiner's Official Notice, for the purpose of aiding the user 
and the system in determining the location of the user's vehicle 
with out having to provide a whole address. Since zip codes are 
specific to small areas of land the weather and environment would 
be similar in all parts of the zip code and no information would be 
lost by providing only that information to determine the location. 

Claim 29 depends from Claim 26, which is in independent form and recites a "system for 
selecting a battery" comprising, in combination with other elements, "a user interface for 
facilitating input of information relating to a type of vehicle and the use of the vehicle " 
(underlining added for emphasis). 

The "system for selecting a battery" recited in Claim 29 would not have been obvious in 
view of Thompson , alone or in any proper combination with Dworkin and/or the Examiner's 
Official Notice under 35 U.S. C. § 103(a). As described above, Thompson , alone or in any proper 
combination with Dworkin and/or the Examiner's Official Notice does not disclose, teach, or 
suggest a "system for selecting a battery" comprising, in combination with other elements, "a 
user interface for facilitating input of information relating to a type of vehicle and the use of the 
vehicle " (underlining added for emphasis). 

To transform the disclosure of Thompson , the "system and method for automated 
selection of equipment for purchase through input of user desired specifications" of Dworkin . 
and the Examiner's Official Notice into a "system for selecting a battery" (as recited in Claim 29) 
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would require still further modification, and such modification is taught only by the Applicants' 
own disclosure. The suggestion to make the combination of Thompson , Dworkin , and the 
Examiner's Official Notice has been taken from the Applicants' own specification (using 
hindsight), which is improper. 

The "system for selecting a battery" recited in Claim 29, considered as a whole, would 
not have been obvious in view of Thompson . Dworkin . and/or the Examiner's Official Notice. 
The rejection of Claim 29 over Thompson in view of Dworkin and the Examiner's Official 
Notice under 35 U.S.C. § 103(a) is improper. Therefore, Claim 29 is patentable over Thompson 
in view of the Examiner's Official Notice. 

The Applicants respectfully request withdrawal of the rejection of Claim 29 under 
35 U.S.C. § 103(a). 

* * * 

It is submitted that each outstanding objection and rejection to the Application has been 
overcome, and that the Application is in a condition for allowance. The Applicants request 
consideration and allowance of all pending claims. 

The Examiner is invited to contact the undersigned by telephone if it is felt that a 
telephone interview would advance the prosecution of the present application. 

The Commissioner is hereby authorized to charge any additional fees which may be 
required regarding this application under 37 C.F.R. §§ 1.16-1.17, or credit any overpayment, to 
Deposit Account No. 19-0741 . Should no proper payment be enclosed herewith, as by the credit 
card payment instructions in EFS-Web being incorrect or absent, resulting in a rejected or 
incorrect credit card transaction, the Commissioner is authorized to charge the unpaid amount to 
Deposit Account No. 19-0741 . If any extensions of time are needed for timely acceptance of 
papers submitted herewith. Applicants hereby petition for such extension under 37 C.F.R. §1.136 
and authorizes payment of any such extensions fees to Deposit Account No. 19-0741 . 
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Please direct all correspondence to the undersigned attorney or agent at the address 
indicated below. 



Respectfully submitted, 



Date: October 21. 2008 

FOLEY & LARDNER LLP 
Customer Number: 26371 
Telephone: (414) 297-5302 
Facsimile: (414) 297-4900 



Bv: /Matthew D. Rabe/ 

Matthew D. Rabe 
Attorney for Applicant 
Registration No. 6 1 ,8 1 9 
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